05/12/2006 FRI 13:02 FAX 



FACSIMILE 



RECEIVED 
CENTRAL FAX CENTER 

MAY 1 2 2006 



TO: 


Commissioner for Patents 


DATE: 


May 12, 2006 


FAX: 


(571)273-8300 


Rc: 


END5293USNP 


FROM: 


Andy Ulmer, Esq. 


No. of PAGES: 


Including Cover Page : /✓F 


If There Is Any Problem With This Fax, Please Contact: Kimberly Moses at 513-337-7019 



Patent Office: 

1 am transmitting the following documents: 



This cover Sheet 

Amendment to Office Action & Extension of Time 

Corrected Amendment to Office Action 

Copy of Office Action 

Petition for Revival Unintentionally 

Extension of Time 

Terminal Disclaimer 

Notice of Non-Compliant 

Notice of Appeal 

Change of Correspondence Address 
RCE 

Translations to cited references 



page(s) 
page(s) 
page(s) 
page(s) 
page(s) 
page(s) 
page(s) 
page(s) 
page(s) 
page($) 
page(s) 
page(s) 



Thank yon for your help. Please contact me if you have problems with the transmission. 




serly M. Moses 
Executive Legal Assistant 
Dean L. Garner and Gerry S. Gressel 
Johnson & Johnson Law Department 
Email: kmoses@eesus.ini.com 
513-337-7019 Tel 
513-337-4030 Fax 



CONFIDENTIALITY NOTICE 

This message 1$ intended only for the individual or entity to which it is addressed and may contain information that is privileged, 
confidential, and exempt from disclosure under applicable law. If the reader of this message is not the intended recipient, or the 
employee or agent responsible for delivering the message solely to the intended recipient, you are hereby notified that any 
dissemination, distribution, or copying of this communication is strictly prohibited. If you have received this communication in 
error, please notify us immediately by telephone and return to us at the above address via the U.S. postal service. 



PAGE 1/18 * RCVD AT 5/1212005 12:49:27 PM [Eastern Daylight Time] ' SVR:USPTO-EFXRF-6/32 * DNIS:2738300 ' CSID: * DURATION (mm-ss):0444 



05/12/2006 FRI 13:04 FAX 




United States Patent and T*r Ancu , rw nrr 



| APPLICATION NO, j flUNOPATE - T 



10/308,078 

27T77 



03/74/2004 



7550 



01/24*7006 

PHILIP S.JOHNSON 
JOHNSON & JOHNSON 

S^u/Pi 1 *^ 03 * * J OHNSON PLAZA 
NEW BRUNSWICK, NJ 08933-7005 



FIRST NAMED JNVEKTOIl 



Mark Tsomon 



I ATTORNEY DOCKET KQ. | CONFIRMATION^ 



70S6 





EXAMINER, 


1 


ROY, ANUftADiiA 


I 


AfcTUWT PAPER KUMaHR 


i 


3«S J 



OATE MAILED: 01/2*2006 



Please find below and/or attached an Office 



communication concerning this application or proceeding. 



%1 ^ 



""O-WIC (Rev. JO/03) 

PAGE 10/18 1 RCVDAT 5/12/2006 12:49:27 PM [Eastern Daylight Time]* SVR:USPTO-EFXRF-6/32* DN)S:2738300* CSID: * DURATION (mm-ss):0444 



05/12/2006 FRI 13:04 FAX 



Office Action Summary 



Application No." 
10/800,078 
Examiner 
Anuradha Roy 



Applicants) 
TSONTONETAL. 



Art Unit 
3736 



... mMMtt . ^nuraona Koy -r?^ 

Period f0r!£ P r UNGDATeOf " ,SCOM ^ 

^iXSW^l^S!^^ * SET TO EXPIRE J MONTH(S) FROM 
earned pattern, ^aSS? Kcp^??™ dato 0,thl » ""^^tloo. evenT^Si^S, 0 ^^ f ri *' 

Status 

1 )G3 Responsive to communication^) fifed on 3/54/04 

2 !S ™* a ^° n is F,NAL - 2b)g| This action is non-final. 

5>ince this application is in condition for allowance excent w «^ 

Disposition of Claims 

4) IS Claim(s) ±£Q is/are pending in the application 

m 1? ^ ab ° Ve Cteim<S) fe ' are withdrawn ^ m consideration. 

5) U Claim(s) is/are allowed. 

6) |g} Claim(s) f^O is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner 

*»□ The drawing) fled on ,„are: a) Q accepted or b)D objected to by the Examiner 

App cant ^ ^ that any 0 ^ to ^ be ^ ,„ ^ e 

11>H ^ P,aC r e « draWblfl —» fs rec^d ff the drawls) «s object See 37 CFR 1 1 2 1 W1 
1 DO The oath or deciaration is objected to by the Examiner. Note the attached OfficeCon or fi^ PTO-iSa 
Priority under 35 U.S,C« § 1 1 9 

1. D Certified copies of the priority documents have been received 

2. D Certified copies of the priority documents have been received in Application No 

3. Q copies of the certified copies of the priority documents have been received in thisT^Tonal Staoe 
application from the International Bureau (PCT Rule 17 2(a)) &tage 

* See the attached detailed Office action tor a list of the certified copies not received. 
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Notice of Reference* Cftecf (PTO-892) 
2) □ Notice of Drafepersoo's Patent Drawing Review (PTO-948) 
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Paper NofryMa* Date 3S24/04 W) 



Patent end Trackrofrk Q filer 
PTOL-326 (Rev. 1-04) 



fntervrew Summary (PTCM1 3) 
Paper No(s)/MaH Date. t 

5) □ Notice of fnformai Paler* Application (PTO-152) 

6) LJ Other: 



Offfco Action Summary 



Part of Paper No./Mall Date 200601 1 8 
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DETAILED ACTION 



Claim Objections 

Claims 17, 18, & 20 are objected to because of the following informalities: Claim 
17 & 18 state dependence on Claim 19. Additionally, Claim 20 states dependence on 
Claim 20. Examiner believes this was an inadvertent error and Applicant intended for 
Claims 17 & 18 to be dependent on Claim 16. and Claim 20 to be dependent on Claim 
19; therefore, the claims have been examined in this manner. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

oult^T™^^ 1 ** °l deSCribed in * P finted Publication m this or a foreign country or in 

Claims 1 & 6-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kumar et al. (US Publication No. 2003/0028094). 

Regarding claim 1 , Kumar et al. discloses a biopsy device suitable for use with a 
magnetic resonance imaging machine, said device comprising an elongated needle 

(1810) for receiving tissue therethrough, the needle comprising: a distal needle segment 

(1811) comprising a tissue receiving port (1812). the distal needle segment formed of a 
first material [0045] that does not interfere with MRI imaging of a portion of the distal 
needle segment associated with the tissue receiving port; a proximal needle segment 
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<1890 & 1820) disposed proximally of the tissue receiving port, the proximal needle 
segment formed at least in part of a second material different from said first material 
[0188]. 

With regard to claims 6-8, Kumar et a!, discloses a proximal needle segment, 
wherein the second material comprises a metal and is non-magnetic (0186] and is 
selected from the group comprising aluminum, aluminum alloys, stainless steel, 
titanium, titanium alloys, and combinations thereof [0186]. Examiner contends wire is a 
form of metal according to the definition found in the Webster dictionary online. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

feKseclK^ inventton is not identical* disclosed or described as set 

iwilii «i secuon ivd or Cms title, if the differences between thesuhiWt msttor *~ w~ II*I_!r ^ 

pertains. Patentab.lrty shall not be negatived by the manner in which the invention^ made 

Claims 2-4 & 9-20 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kumar et al. in view of Huitema et al. (US Patent No. 6,626,849). 

Regarding claims 2. 3, 16-18, & 19, Kumar discloses a biopsy device suitable 
for use with a magnetic resonance imaging machine and comprising: a distal needle 
segment (1811) comprising a tissue receiving port (1812) communicating with a cutter 
lumen, the distal needle segment formed of a first material [0045]; a proximal needle 
segment (1890 & 1820) formed at least in part of a metal [0188], the proximal needle 
segment providing at least a portion of the cutter lumen (Figure 18 & 19), and wherein 
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^ said metal is spaced proximally at least about 0.5 inch from a proximal edge of said 
' tissue receiving port [0079]. Kumar, however, does not teach of the first material being a 
non-metallic material. However. Huitema et al. teaches of a non-metallic and 
nonmagnetic material (Column 4, lines 25-31) for the distal region of the needle. It 
would have been obvious to one having ordinary skill In the art at the time of the 
invention in view of Huitema et al. to utilize a non-metallic and non-magnetic material on 
the needle with Kumar et al. in order to prevent an obscured image of the lesion by the 



needle. 



^l^ 9 * of lesi0n ™" ahow me fe* Probe, and this is problematic because the imaae of 

Regarding claim 4, Huitema et al. further discloses a distal needle segment, 
wherein the first material comprises a liquid crystal polymer (Column 4. lines 25-31). 

With regard to claims 9-1 1 , Huitema et al. discloses a device further comprising a 
distal piercing tip (Figure 1 & 60) disposed distal of the tissue receiving port, wherein the 
distal piercing tip comprises a non-metallic material and is selected from the group 
comprising ceramics and glasses (Column 7, lines 30-34). 

In regards to claim 12, Huitema et al. discloses a device, wherein the proximal 
needle segment (33) and the distal needle segment provide a continuous, smooth cutter 
lumen (32). 
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In regards to claim 13, Huitema et al. discloses a device, wherein the proximal 
needle segment and the distal needle segment provide a continuous vacuum lumen *%f, 
(34). 

In regards to claim 14, Huitema etal. discloses a device, wherein the needle 
comprises at least passage (36) extending from the vacuum lumen to an outer surface 
of the needle. 

In regards to claim 1 5, Huitema et al. discloses a device, wherein the distal 
needle segment comprises a plurality of passages (Figure 4 & 23) extending from the 
vacuum lumen to the outer surface of the needle. 

With regard to claim 20, Huitema et al. discloses a device, wherein the distal 
needle segment comprises at least a portion of a vacuum lumen (Figure 4 & 34). 
Additional Claim Rejections - 35 USC § 103 

Claim 5 is rejected under 36 U.S.C. 103(a) as being unpatentable over Kumar et 
al. in view of Sapatova et al. (US Publication No. 2003/0203140). 

Kumar et al. discloses the aforementioned element of a biopsy device: Kumar et 

al., however, does not directly disclose a melt flow index of at least about 1 5 

grams/minute. However, Sapatova et al. teaches of a melt flow index of at least about 

15 grams/minute ({0015J & [0047]). It would have been obvious to one having ordinary 

skill in the art at the time of the invention in view of Sapatova et al. to have a melt flow 

index of at least 15 grams/minute with Kumar et al. in order to allow for the 

"implementation of multi-cavitation tools, and a commensurate increase in productivity" 
[0047]. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Rhad et al. (US Publication No. 2003/0109801) discloses a MR] 
compatible surgical device and Karasawa (US Patent No. 5,738.632) discloses material 
in used for MRI apparatus. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anuradha Roy whose telephone number is (571) 272- 
6169 and whose email address is anuradha.roy@uspto.gov. The examiner can 
normally be reached between 8:00am and 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on 571-272-4726. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

~AR~ y^L 
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